Reconsideration of the application in view of the following remarks is respectfully 
requested. 

REMARKS 

In the Office Action, claims 1-37 were rejected under 35 U.S.C. § 103 as allegedly being 
unpatentable over Campion (U.S. Patent No. 6,151,119) in view of Kleinknecht (U.S. Patent No. 
4, 1 88, 123). Applicant respectfully traverses the Examiner's rejections. 

As an initial matter, the undersigned wishes to point out an erroneous statement set forth 
in the Response to Office Action Dated January 2, 2003 (the response was signed by the 
undersigned on March 21, 2003 and filed on that date by U.S. first class mail). In the second 
paragraph on page 2 of that Response, the undersigned erroneously asserted that 35 U.S.C. 
§ 102(e) did not apply to patent publications. Effective November 2, 2002, 35 U.S.C. § 102(e) 
was amended to include published patent applications. For convenience of the Examiner, 
attached are the most recent versions of 35 U.S.C. §§ 102 and 103 for reference. The 
undersigned regrets any inconvenience this error may have caused. In any event, the Singh 
reference discussed in the previous Response is not a bar to patentability of the pending claims 
for the additional reasons set forth in the Response filed on March 21, 2003. 

As to the current Office Action, Applicant respectfully traverses the Examiner's 
rejections. The primary reference, Campion, issued on November 21, 2000 , based on an 
application filed on December 19, 1997 . The present application was filed on April 2, 2001 . 
Thus, Campion might initially be considered as prior art to the present application under 35 
U.S.C. § 102(a) or under 35 U.S.C. § 102(e). However, as shown more fully below, the 
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Campion patent is not prior art to the present application under 35 U.S.C. § 102(a) nor is it prior 
art to the present application in the context of an obviousness determination. 

The Campion patent is not prior art to the present application under 35 U.S.C. § 102(a). 
The Campion patent issued on November 21, 2000. The present application was filed on 
April 2, 2001. In the Response to Office Action Dated January 2, 2003, the Declarations of 
James Broc Stirton (the named inventor) and the undersigned were filed to establish priority of 
the present application over the Singh reference. Those declarations, which are hereby 
incorporated by reference, establish that, based on the issue date of the Campion patent, the 
Campion patent is not prior art to the present application under 35 U.S.C. § 102(a). 

Moreover, in the context of a § 103 obviousness analysis, the Campion patent is not prior 
art to the present application as set forth in 35 U.S.C. § 103(c). According to MPEP 
§ 706.02(1)(1), "effective November 29, 1999, subject matter which was prior art under former 
35 U.S.C. 103 via 35 U.S.C. 102(e) is now disqualified as prior art against the claimed invention 
if that subject matter the claimed invention 'were, at the time the invention was made, owned by 
the same person or subject to an obligation of assignment to the same person.'" The present 
application was filed on or after November 29, 1999. Furthermore, the present application 
and the Campion patent were, at the time the present invention was made, owned by the 
same entity or subject to an obligation of assignment to the same entity, namely Advanced 
Micro Devices. Thus, Applicant respectfully submits that the Campion patent is not available as 
prior art in any obviousness determination. 

Thus, in view of the foregoing, it is respectfully submitted that the rejections set forth in 
the Office Action should be withdrawn, and all pending claims should be allowed. The 
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Examiner is invited to contact the undersigned attorney at (713) 934-4055 with any questio 

comments or suggestions relating to the referenced patent application. 

Respectfully submitted, 

WILLIAMS, MORGAN & AMERSON 



Date: September 8, 2003 




10333 Richmond, Suite 1 100 
Houston, Texas 77042 
(713) 934-4055 
(713) 934-7011 (facsimile) 

ATTORNEY FOR APPLICANT 
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Stat. 319; Sept. 13, 1982, Public Law 97-258, sec. 3(i), 96 
Stat. 1065.) 

(Subsection (c) amended Dec. 10, 1991, Public Law 
102-204, sec. 5(e), 105 Stat. 1640.) 

(Subsection (e) added Dec. 10, 1991, Public Law 102- 
204, sec. 4, 105 Stat. 1637.) 

(Subsection (c) revised Nov. 10, 1998, Public Law 
105-358, sec. 4, 1 12 Stat. 3274.) 

(Amended Nov. 29, 1999, Public Law 106 113, sec. 
1000(a)(9), 113 Slat. 1501A-555, 582 (S. 1948 sees. 4205 
and4732(a)(10)(A)).) 

PART II — PATENTABILITY OF 
INVENTIONS AND GRANT OF 
PATENTS 

CHAPTER 10 — PATENTABILITY OF 
INVENTIONS 

Sec. 

100 Definitions. 

101 Inventions patentable. 

102 Conditions for patentability; novelty and loss of 
right to patent. 

103 Conditions for patentability; non-obvious sub 
ject matter. 

104 Invention made abroad. 

105 Inventions in outer space. 

35 U.S.C. 100 Definitions. 

When used in this title unless the context otherwise 
indicates - 

(a) The term "invention" means invention or 
discovery. 

(b) The term ''process" means process, art, or 
method, and includes a new use of a known process, 
machine, manufacture, composition of matter, or 
material. 

(c) The terms "United States" and "this coun- 
try" mean the United States of America, its territories 
and possessions. 

(d) The word "patentee" includes not only the 
patentee to whom the patent was issued but also the 
successors in title to the patentee. 

(e) The term "third-party requester" means a 
person requesting ex parte reexamination under sec- 
tion 302 or inter partes reexamination under section 
3! I who is not the patent owner. 



(Subsection (e) added Nov. 29, 1999, Public Law 
106-113, sec. 1000(a)(9), 113 Stat. 1501A-567 (S. 1948 
sec. 4603).) 

35 U.S.C. 101 Inventions patentable. 

Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, 
may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

35 U.S.C. 102 Conditions for patentability; nov- 
elty and loss of right to patent. 

A person shall be entitled to a patent unless — 

(a) the invention was known or used by others 
in this country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for patent, or 

(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of the application for patent in 
the United States, or 

(c) he has abandoned the invention, or 

(d) the invention was first patented or caused to 
be patented, or was the subject of an inventor's certif- 
icate, by the applicant or his legal representatives or 
assigns in a foreign country prior to the date of the 
application for patent in this country on an application 
for patent or inventor's certificate filed more than 
twelve months before the filing of the application in 
the United States, or 

(e) the invention was described in — (I) an 
application for patent, published under section 122(b), 
by another filed in the United States before the inven- 
tion by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the 
United States before the invention by the applicant for 
patent, except that an international application filed 
under the treaty defined in section 351(a) shall have 
the effects for the purposes of this subsection of an 
application filed in the United States only if the inter- 
national application designated the United States and 
was published under Article 21(2) of such treaty in 
the English language; or 

(f) he did not himself invent the subject matter 
sought to be patented, or 

(g) (1) during the course of an interference con- 
ducted under section 135 or section 291, another 
inventor involved therein establishes, to the extent 
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permitted in section 104, that before such person's 
invention thereof the invention was made by such 
other inventor and not abandoned, suppressed, or con- 
cealed, or (2) before such person's invention thereof, 
the invention was made in this country by another 
inventor who had not abandoned, suppressed, or con- 
cealed it. In determining priority of invention under 
this subsection, there shall be considered not only the 
respective dates of conception and reduction to prac- 
tice of the invention, but also the reasonable diligence 
of one who was first to conceive and last to reduce to 
practice, from a time prior to conception by the other. 

(Amended July 28, 1972, Public Law 92-358, sec. 2, 
86 Stat. 501; Nov. 14, 1975, Public Law 94-131, sec. 5, 89 
Stat. 691.) 

(Subsection (c) amended Nov. 29, 1999, Public Law 
106-113, sec. 1000(a)(9), 113 Stat. 1501A-565 (S. 1948 
sec. 4505).) 

(Subsection (g) amended Nov. 29, 1999, Public Law 

106- 113, sec. 1000(a)(9), 113 Stat. 1501A-590 (S. 1948 
sec. 4806).) 

(Subsection (e) amended Nov. 2, 2002, Public Law 

107- 273, sec. 13205, 116 Stat. 1903.) 

35 U.S.C. 103 Conditions for patentability; non- 
obvious subject matter. 

(a) A patent may not be obtained though the 
invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences 
between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention 
was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the 
invention was made. 

(b) (l )Notwithstanding subsection (a), and upon 
timely election by the applicant for patent to proceed 
under this subsection, a biotechnological process 
using or resulting in a composition of matter that is 
novel under section 102 and nonobvious under sub- 
section (a) of this section shall be considered nonob- 
vious if- 

(A) claims to the process and the composi- 
tion of matter are contained in either the same appli- 
cation for patent or in separate applications having the 
same effective filing date; and 



(B) the composition of matter, and the pro- 
cess at the time it was invented, were owned by the 
same person or subject to an obligation of assignment 
to the same person. 

(2) A patent issued on a process under para- 
graph (1)- 

(A) shall also contain the claims to the 
composition of matter used in or made by that pro- 
cess, or 

(B) shall, if such composition of matter is 
claimed in another patent, be set to expire on the same 
date as such other patent, notwithstanding section 
154. 

(3) For purposes of paragraph (1), the term 
"biotechnological process" means- 

(A) a process of genetically altering or oth- 
erwise inducing a single- or multi-celled organism to- 

(i) express an exogenous nucleotide 

sequence, 

(ii) inhibit, eliminate, augment, or alter 
expression of an endogenous nucleotide sequence, or 

(iii) express a specific physiological 
characteristic not naturally associated with said organ- 
ism; 

(B) cell fusion procedures yielding a cell 
line that expresses a specific protein, such as a mono- 
clonal antibody; and 

(C) a method of using a product produced 
by a process defined by subparagraph (A) or (B), or a 
combination of subparagraphs (A) and (B). 

(c) Subject matter developed by another per- 
son, which qualifies as prior art only under one or 
more of subsections (e), (0, and (g) of section 102 of 
this title, shall not preclude patentability under this 
section where the subject matter and the claimed 
invention were, at the time the invention was made, 
owned by the same person or subject to an obligation 
of assignment to the same person. 

(Amended Nov. 8, 1984, Public Law 98-622, sec. 103, 
98 Stat. 3384; Nov. 1, 1995, Public Law 104-41 , sec. 1, 109 
Stat. 3511.) 

(Subsection (c) amended Nov. 29, 1999, Public Law 
106-113, sec. 1000(a)(9), 113 Stat. 1501 A 591 (S. 1948 
sec. 4807).) 

35 U.S.C- 104 Invention made abroad. 

(a) IN GENERAL — 

{ 1 ) PROCEEDINGS.— In proceedings in the 
Patent and Trademark Office, in the courts, and before 
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